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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 03 December 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-4,7.8. 12-27 and 29-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 20 is/are allowed. 

6) E3 Claim(s) 1-4. 7. 8. 12-19. 21-27 and 29-32 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on December 3, 2004 has been entered. 

Response to Amendment 

2. The supplemental submissions filed on September 14, 2004 under 37 CFR 1.131 has 
been considered but is ineffective to overcome the Datta (US PAT. 6,622,168) reference because 
Applicant failed to establish possession of either the whole invention claimed or something 
falling within the claim (such as a species of a claimed genus), in the sense that the claim as a 
whole reads on it. In re Tanczyn, 347 F.2d 830, 146 USPQ 298 (CCPA 1965) (Where applicant 
claims an alloy comprising both nitrogen and molybdenum, an affidavit showing applicant made 
an alloy comprising nitrogen but not molybdenum is not sufficient under 37 CFR 1.131 to 
overcome a rejection under 35 U.S.C. 103 based on the combined teachings of one reference 
disclosing an alloy comprising nitrogen but not molybdenum and a second reference disclosing 
an alloy comprising molybdenum but not nitrogen). Note, however, where the differences 
between the claimed invention and the disclosure of the reference(s) are so small as to render the 
claims obvious over the reference(s), an affidavit or declaration under 37 CFR 1.131 is required 
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to show no more than the reference shows. In re Stryker, 435 F.2d 1340, 168 USPQ 372 (CCPA 
1971). In other words, where the examiner, in rejecting a claim under 35 U.S.C. 103, has treated 
a claim limitation as being an obvious feature or modification of the disclosure of the 
reference(s) relied upon, without citation of a reference which teaches such feature or 
modification, a 37 CFR 1.131 affidavit or declaration may be sufficient to overcome the rejection 
even if it does not show such feature or modification (see MPEP 715.02). In addition, Applicant 
failed to clearly explain which facts or data applicant is relying on to show completion of his or 
her invention prior to the particular date. Vagueand general statements in broad terms about 
what the exhibits describe along with a general assertion that the exhibits describe a reduction to 
practice "amounts essentially to mere pleading, unsupported by proof or a showing of facts" and, 
thus, does not satisfy the requirements of 37 CFR 1.131(b). In re BorkowskU 505 F.2d 713, 184 
USPQ 29 (CCPA 1974). Applicant must give a clear explanation of the exhibits pointing out 
exactly what facts are established and relied on by applicant. 505 F.2d at 718-19, 184 USPQ at 
33. See also In re Harry, 333 F.2d 920, 142 USPQ 164 (CCPA 1964) (Affidavit "asserts that 
facts exist but does not tell what they are or when they occurred."). Furthermore, Applicant 
failed to disclosed an allegation that the acts relied upon to establish the data prior to the 
reference or activity were carried out in this country or in a NAFTA country or WTO member 
country in the both Affidavits filed on June 10, 2004 and September 14, 2004. See 35 U.S.C. 
104. Under 37 CFR 1.31(a), which provides for the establishment of a date of completion of 
invention in a NAFTA or WTO member country, as well as in the United States, an applicant 
can establish a date of completion in a NAFTA member country on or after December 8, 1993, 
the effective data of section 331 of Public Law 103-182, the North American Free Trade 
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Agreement Act, and can establish a date of completion in a WTO member country other than a 
NAFTA member country on or after January 1, 1996, the effective date of section 531 of Public 
Law 103-465, the Uruguay Round Agreements Act. Acts occurring prior to the effective dates 
of NAFTA or URAA may be relied upon to show completion of the invention; however, a date 
of completion of the invention may not be established under 37 CFR 1.131 before December 8, 
1993 in a NAFTA country or before January 1, 1996 in a WTO country other than a NAFTA 
country. Thus, the supplemental submissions filed on September 14, 2004, which related to the 
Affidavit filed on June 21, 2004 is ineffective to overcome the Datta (US PAT. 6,622,168) 
reference. 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zhuo H Li whose telephone number is 571-272-4183. The 
examiner can normally be reached on M-F 9:00am - 6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Kim can be reached on 571-272-4182. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

4. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Zhuo H. Li 
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